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DETAILED ACTION 
Claim Objections 

1 . Claim 6 is objected to under 37 CFR 1 .75(c) as being in improper form because 
a multiple dependent claim cannot depend from any other multiple dependent claim. 
See MPEP § 608.01 (n). Accordingly, the claim has not been further treated on the 

merits. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fujita et al, JP 11-116763, in view of Kanimori et al, WO02/085985. A machine 
translation of JP1 1-1 16763 has been utilized in preparing the rejections contained in 



this Office Action, and has been included herein. Additionally, Kanamori et al. 
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US200401 27631, is the publication of the National Stage entry of the PCT application 
corresponding to WO02/085985 in the United States and has been used herein as an 
equivalent English translation of WO02/085985. 

5. Claim 1 recites a curable composition comprising a polyoxypropylene polymer 
having a cross-linkable silicon group in a molecule (A), a (meth)acrylic acid ester 
polymer having a cross-linkable silicon group in its side chain (B), and a (meth)acrylic 
acid ester polymer having a cross-linkable silicon group only at the terminal (C). 

6. Fujita discloses a composition intended for use as an elastic sealing compound 
for construction (1[0002) comprising a first polymer comprising a polyether containing at 
least one cross-linkable silyl group and a second polymer prepared from vinyl 
monomers and containing at least one cross-linkable silyl group (1|0005). Fujita states 
that the polyether containing cross-linkable silyl groups is preferably polypropylene 
oxide (110046), corresponding to polymer (A) as described in the composition of the 
instant claim. Said second polymer is prepared via polymerization using an initiator or 
chain transfer agent containing a cross-linkable silyl group, the result being that the 
cross-linkable silyl group will be incorporated in the vinyl polymer as terminal functional 
groups (110003, 0013). Fujita discloses (meth)acrylates and styrenes as illustrative 
examples of the vinyl monomers which may be used to prepare the vinyl polymer 
containing cross-linkable silyl groups (1|0007), corresponding to polymer (C) in the 
composition of the instant claim. Examples 1 and 2 of Fujita disclose a composition 
comprising poly(n-butyl acrylate) containing terminal cross-linkable silyl groups and 
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poly(propylene oxide) containing terminal cross-linkable silyl groups (page 23 of 
translation, lines 5-18). 

7. Regarding claims 2 and 3, claim 2 depends from claim 1, and recites the 
limitation that the polymer (C) is prepared by living radical polymerization. Claim 3 
depends from claim 2, and states that atom transfer radical polymerization is used to 
prepare the polymer (C). Fujita discloses that the polymer comprising vinyl monomers 
and containing cross-linkable silyl groups is prepared via an atom transfer radical living 
polymerization system (1|0016-0017, claim 8), as described in the instant claims. 

8. Claim 4 depends from claim 1, and recites the additional limitation that the 
polymer (B) is obtained by polymerizing a (meth)acrylic acid ester monomer containing 
a polymerizable monomer having a methyl ester group. 

9. Claim 5 depends from any one of claims 1 to 4, and recites the additional 
limitation that the molecular weight distribution of the polymer (B) is at least 1 .8 and the 
molecular weight distribution of the polymer (C) is at most 1 .8. Fujita discloses that the 
molecular weight distribution of the vinyl polymer corresponding to component (C) of the 
instant claims is preferably less than 1 .8 (1|0009). 

10. Fujita discloses the preparation of compositions comprising a poly(propylene 
oxide) containing cross-linkable silyl groups and (meth)acrylate polymers containing 
terminal cross-linkable silyl groups. Fujita does not disclose the addition of a 
(meth)acrylic acid ester polymer having a cross-linkable silyl group in its side chain 
corresponding to component (B) of the composition of the instant claims. 
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1 1 . Kanamori discloses the production of curable polymer compositions comprising a 
vinyl polymer having a reactive silicon-containing group and a polyoxyalkylene polymer 
containing reactive silicon-containing groups (abstract). These compositions are 
disclosed to be useful as architectural sealants (110004). Synthesis example 1 of 
Kanamori et al discloses the synthesis of a vinyl polymer containing reactive silicon- 
containing groups from a mixture of methyl methacrylate, butyl acrylate, stearyl 
methacrylate, and y-methacryloxypropylmethyldimethoxysilane, the structure of which is 
shown below (1|01 55-01 56). 



The examiner notes that incorporation of y-methacryloxypropylmethyldimethoxysilane 
into the polymer chain would occur through the carbon-carbon double bond, and the 
resulting polymer would contain the reactive silicon-containing group in its side chain, 
corresponding to the polymer (B) in the composition of the instant claims. The use of 
methyl methacrylate as a monomer provides the methyl ester group recited in claim 4. 
Kanamori discloses that this vinyl polymer is typically prepared by ordinary radical 
polymerization techniques yielding a molecular weight distribution of not less than 1 .8 
(110073), corresponding to the recited limitation that component (B) has a molecular 
weight distribution of at least 1 .8 in claim 5. 
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12. Synthesis example 2 of Kanamori discloses the synthesis of a polyoxypropylene 
containing reactive cross-linkable silicon-containing groups, corresponding to polymer 
(A) in the composition of the instant claims. Said polyoxypropylene having reactive 
silicon-containing groups is combined with the polymer prepared in Synthesis example 
1 (110157) to prepare a composition comprising a polyoxypropylene having reactive 
cross-linkable silicon-containing groups, corresponding to polymer (A) of the instant 
claims, and a (meth)acrylic polymer containing reactive silicon-containing groups in its 
side chain, corresponding to polymer (B) of the instant claims. 

13. As noted in this Office Action, Fujita teaches the preparation of a composition 
comprising polyoxypropylene containing cross-linkable silyl groups and a (meth)acrylate 
polymer containing terminal cross-linkable silyl groups for the purpose of making 
sealants for construction purposes. Furthermore, it was also known in the art that a 
composition comprising polyoxypropylene having cross-linkable silicon-containing 
groups and a (meth)acrylate polymer having cross-linkable silicon-containing groups in 
its side chain could be used as an architectural sealant, as taught by Kanamori. MPEP 
§ 2144.06 [R-6] states that "It is prima facie obvious to combine two compositions each 
of which is taught by the prior art to be useful for the same purpose, in order to form a 
third composition to be used for the very same purpose.... [T]he idea of combining them 
flows logically from their having been individually taught in the prior art." In re 
Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). As both 
compositions were known in the art as suitable for use as architectural sealants, the 
examiner takes the position that it would have been prima facie obvious to one of 
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ordinary sl<ill in tlie art at tlie time tine invention was made to combine a first composition 
comprising polyoxypropylene having cross-linkable silicon-containing groups and a 
(meth)acrylate polymer having cross-linkable silicon-containing groups in its side chain 
with a second composition comprising polyoxypropylene having cross-linkable silyl 
groups and a (meth)acrylate polymer having terminal cross-linkable silyl groups to 
prepare an architectural sealant comprising polyoxypropylene containing cross-linkable 
silyl groups, a (meth)acrylate polymer containing terminal cross-linkable silyl groups, 
and a (meth)acrylate polymer having cross-linkable silicon-containing groups in its side 
chain. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Mon-Thurs: 7:30-5:00, every other 
Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, D. Lawrence Tarazano can be reached on 571-272-1515. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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